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eamed patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 25 June 2009 . 
2a )^ This action is FINAL. 2b)n This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) ^ Claim(s) 30-34.37-49 and 55-65 is/are pending in the application. 
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Applicant may not request that any objection to the drawing(s) be held In abeyance. See 37 CFR 1.85(a). 
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This is in response to tine Amendment dated June 25, 2009. Tine text of tliose 
sections of Title 35, U.S. Code not included in this action can be found in a prior Office 
Action. 

Response to Arguments 

Election/Restrictions 

This application contains claims 41-49 and 55-58 drawn to an invention 
nonelected with traverse in the reply filed on December 12, 2008. A complete reply to 
the final rejection must include cancellation of nonelected claims or other appropriate 
action (37 CFR 1 .144) See MPEP § 821 .01 . 

Claim 65 is withdrawn from consideration pursuant to 37 CFR 1 .142(b), as being 
drawn to a nonelected invention. Applicant timely traversed the restriction (election) 
requirement in the reply filed on December 12, 2008. 

Specification 

The abstract of the disclosure has been objected to because the word "means" is 
used in lines 3 and 11-13. Correction is required. See MPEP § 608.01(b). 
The objection of the disclosure has been withdrawn. 

Claim Objections 

Claims 33-34 and 59-63 have been objected to because of minor informalities. 
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The objection of claims 33-34 and 59-63 lias been witlidrawn in view of 
Applicants' amendment. 

Claim Rejections - 35 USC ^112 

I. Claims 33-38, 40 and 64 have been rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

The rejection of claims 33-38, 40 and 64 under 35 U.S.C. 112, second 
paragraph, has been withdrawn in view of Applicants' amendment. 

II. Claim 40 has been rejected under 35 U.S.C. 112, second paragraph, as being 

incomplete for omitting essential structural cooperative relationships of elements, such 
omission amounting to a gap between the necessary structural connections. See 
MPEP § 2172.01 . The omitted structural cooperative relationships are: the group T and 
the formula R1R2R3C-NR4-Q-NR3V. 

The rejection of claim 40 under 35 U.S.C. 112, second paragraph, has been 
withdrawn in view of Applicants' amendment. 

Claim Reiections - 35 USC ^ 102/103 

I. Claims 30-33, 35-39 and 59-62 have been rejected under 35 U.S.C. 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Dutcher et 
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al. (US Patent No. 4,931,155). 

The rejection of claims 30-33, 35-39 and 59-62 under 35 U.S.C. 102(b) as 
anticipated by or, in tine alternative, under 35 U.S.C. 103(a) as obvious over Dutcher et 
al. has been withdrawn in view of Applicants' amendment. 

II. Claim 30 has been rejected under 35 U.S.C. 102(e) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Thurmuller et al. (US Patent No. 
6,663,764 B2). 

The rejection of claim 30 under 35 U.S.C. 102(e) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Thurmuller et al. has been 
withdrawn in view of Applicants' amendment. 

Claim Rejections - 35 USC ^ 103 

I. Claim 34 has been rejected under 35 U.S.C. 103(a) as being unpatentable over 
Dutcher et al. (US Patent No. 4,931 ,155) as applied to claims 30-33, 35-39 and 59-62 
above. 

The rejection of claim 34 under 35 U.S.C. 103(a) as being unpatentable over 
Dutcher et al. as applied to claims 30-33, 35-39 and 59-62 above has been withdrawn in 
view of Applicants' amendment. 

II. Claim 40 has been rejected under 35 U.S.C. 103(a) as being unpatentable over 
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Dutcher et al. (US Patent No. 4,931 ,155) as applied to claims 30-33, 35-39 and 59-62 
above, and further in view of Moingeon et al. (US Patent No. 4,824,532). 

The rejection of claim 40 under 35 U.S.C. 103(a) as being unpatentable over 
Dutcher et al. as applied to claims 30-33, 35-39 and 59-62 above, and further in view of 
Moingeon et al. has been withdrawn in view of Applicants' amendment. 

III. Claims 63 and 64 have been rejected under 35 U.S.C. 103(a) as being 
unpatentable over Thurmuller et al. (US Patent No. 6,663,764 B2) as applied to claim 
30 above. 

The rejection of claims 63 and 64 under 35 U.S.C. 103(a) as being unpatentable 
over Thurmuller et al. as applied to claim 30 above has been withdrawn in view of 
Applicants' amendment. 

Response to Amendment 
Claim Objections 
Claims 50-54 are objected to because of the following informalities: 
Matter canceled by amendment can be reinstated only by a subsequent 
amendment presenting the canceled matter as a new insertion. A claim cancelled by 
amendment (deleted in its entirety) may be reinstated only by a subsequent amendment 
presenting the claim as a new claim with a new claim number (MPEP § 714(II)(H)). 
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Appropriate correction is required. 

Claim Rejections - 35 USC §112 
Claims 30-34, 37-40 and 59-64 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 
Claim 30 

line 20, "the hetero atom T" lacks antecedent basis. 
Claim 34 

lines 1-3, recites "wherein Y is a mixture consisting essentially of 90 to 99.5% by 
weight of at least one ion selected from the group consisting of CIO4", BF4", PFe", Tos" 
and PhSOs" and 0.5 to 10% by weight of CI'". 

It is unclear from the claim language how Y is a mixture, e.g., CI04"-Cr as 
presently claimed. The formula (I) would be R1 R2R3C-T-Q-X ClOd'-CF (= Y). Wouldn't 
the two negative ions repel each other? 



Claim 38 

line 1 , "at least R3" is indefinite. What is "R3" being compared to? 
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Claim 40 

line 3, "R3" is indefinite. The definition of "R3" is missing in the claim. 

Claim 59 

line 2, "said electrochemical reaction" lacks antecedent basis. 

Claim Rejections - 35 USC § 102/103 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 30, 37-39 and 59-64 are rejected under 35 U.S.C. 102(b) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Lindsey, Jr. et al. (US 
Patent No. 2,680,713). 

Lindsey, Jr. teaches a method of carrying out an electrooxidation reaction which 

comprises: 
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• subjecting a reagent to an electrooxidation (= electrolytic oxidation) [col. 1 , line 
47 to col. 2, line 4], 

wherein said reagent comprises an organic compound salt of general formula (I): 
R1R2R3C-T-Q-XY 

wherein: 

X is a charged group; 
Y is a counter-ion; 

R1 R2R3C means a substituted carbon atom, capable of reacting in the 
electrooxidation reaction; 

R1 and R2 independently are hydrogen atoms, organic residues or R1 and R2 
together form organic residues or at least one R1 or R2 form a ring with the group X, the 
group Q or the group T; 

R3 is a group capable of being modified in the course of the electrooxidation 
reaction; 

T means an activating group containing a hetero atom selected from the group 
consisting of N-R4, O and S, wherein R4 is a hydrogen atom or an organic residue; and 

Q means a connecting group linking the hetero atom T and the charged group X 
(= a monoester salt of a dicarboxylic acid, e.g., potassium methyl adipate: 
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) [col. 2, line 53 to col. 3, line 23; and col. 

7, lines 17-53]. 

The group Q is a linear or branched alkylene or cyclo-alkene group, optionally 
substituted with a functional group and optionally linked to the group T by a functional 
selected from the group consisting of -(C=0)-, -N-(C=0)-, -0-(C=0)-, -(S=0)-, -N- 




(S=0)-, -SO2-, -N-SO2-, -(C=S)- and -N-(C=S)- [= ] (col. 3, lines 4-5). 




At least R3 is hydrogen (= = CH3). 

The organic compound salt comprises at least one stereogenic center and is 
enantiomerically pure (col. 7, lines 17-53). 

The organic compound salt is provided as a solution in a solvent (= an inert 
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organic liquid which is a solvent for the reactants, e.g., methanol or aqueous methanol) 
[col. 3, lines 6-8; and col. 8, lines 5-15]. 

The solvent is inert under conditions of said electrochemical reaction (= an inert 
organic liquid which is a solvent for the reactants, e.g., methanol or aqueous methanol) 
[col. 3, lines 6-8]. 

The method further comprises reacting said reagent comprising said organic 
compound salt with at least one co-reactant capable of reacting with said organic 
compound salt (= a conjugated diene, e.g., 1,3-butadiene) [col. 2, line 53 to col. 3, line 
23; and col. 7, line 54 to col. 8, line 4]. 

The solvent is itself a co-reactant capable of reacting with said organic 
compound salt (= water) [col. 8, lines 12-15]. 

The electrooxidation of said organic compound salt, wherein said 
electrooxidation is carried out at a current density of from 0.1 to 50 A/dm^ (= current 
densities of from 0.01 to 0.5 A/cm^ = 1 to 50 A/dm^) [col. 3, lines 13-17]. 

The electrooxidation is carried out at a temperature of from -50 to 100°C (= from 
-20° to 100° C) [col. 3, lines 24-36]. 

Allowable Subject Matter 

The following is a statement of reasons for the indication of allowable subject 
matter: 

Claims 31 and 32 define over the prior art of record because the prior art does 
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not teach or suggest the method according to claim 30, wherein the group X is a 
cationic group. 

Claims 33 and 34 define over the prior art of record because the prior art does 
not teach or suggest the method according to claim 30, wherein Y is Br", CI", CIO4", BF4", 
PFe", toluene-sulphonate (Tos ) or benzenesulphonate (PhSOa ). 

Claim 40 define over the prior art of record because the prior art does not teach 
or suggest the method according to claim 30, wherein the organic compound salt 
corresponds to the formula 

R1R2R3C-NR4-Q-NR3^Y" 
wherein the group Q is a linear or branched alkylene group, optionally substituted with a 
functional group and linked to the group T by a functional selected from the group 
consisting of -(C=0)-, -N-(C=0)-, -0-(C=0)- and -SO2- and T in the formula (I) is NR4 
and X in the formula (I) is NRs"". 

The prior art does not contain any language that teaches or suggests the above. 
Lindsey, Jr. teaches that the group X is an anionic group and Y is a cationic counter-ion. 
Therefore, a person skilled in the art would not have been motivated to adopt the above 
conditions, and a prima facie case of obviousness cannot be established. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
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CFR 1.136(a). 

A shortened statutory period for reply to tin is final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to EDNA WONG whose telephone number is (571) 272- 
1349. The examiner can normally be reached on Mon-Fri 7:30 am to 4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Nam Nguyen can be reached on (571) 272-1342. The fax phone number 
for the organization where this application or proceeding Is assigned Is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
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you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



EW 

September 20, 2009 



/Edna Wong/ 
Primary Examiner 
Art Unit 1795 



